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1 . Claim 4 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. Claim 4 recites a molecular weight of a polymer but does not 
state whether the weight is given in terms of weight average or number average. Since 

these values can differ substantially, the claim is indefinite. 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or In public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-3, 5-7, 10-11, 15-16, 18 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Gaa et al, U.S. Patent No. 4,810,576. Gaa et al discloses a method of 
making a chopped strand mat comprising the step of dispersing, in a white water, 
chopped strands that are dried after sizing with a sizing liquid comprising an 
organosilane and a film former, (see col. 9, lines 17-29, col 12, lines 12-17, col. 7, lines 
51-52), forming a wet by passing the dispersion over a forming wire, col. 15, lines 16- 
26, applying a binder and then heat-treating. See col. 13, lines 1-145, col. 4, lines 60- 
64. With regard to claims 2 and 3, the dried strands include less than 0.01 to 1 .5 wt 
percent of the aqueous treating composition. See claim 19. With regard to claim 5, the 
fibers can have a length of anywhere from about 1 .59 mm to about 76.2 mm. See col. 
1 1 , lines 63-66. With regard to claims 6 and 7, the strands are dispersed in the white 
water in an amount of 0.001-5 weight percent. See col. 12, lines 17-20. With regard to 
claims 10-11, the mat may comprise binder in an amount of 3-45 percent by weight. 
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See col. 13, lines 35-38. With regard to claim 15-16, the strands comprise glass. See 
entire document. With regard to claim 18, since the claimed range is 10-50 degrees C 
and since the Gaa document does not disclose heating or cooling the white water 
dispersion either before or after the strands are added, it is reasonable to say that the 
dispersion would have a temperature of about room temperature which would be within 
the claimed range. With regard to the claims as amended, Gaa teaches incorporating a 
lubricant surfactant at col. 10, lines 41-54. With regard to the limitation that the size 
consists essentially of the claimed components, "For the purposes of searching for and 
applying prior art under 35 U.S.C. 102 and 103, absent a clear indication in the 
specification or claims of what the basic and novel characteristics actually are, 
"consisting essentially of will be construed as equivalent to "comprising." See, e.g., 
PPG, 156 F.3d at 1355, 48 USPQ2d at 1355 ("PPG could have defined the scope of the 
phrase consisting essentially of for purposes of its patent by making clear in its 
specification what it regarded as constituting a material change in the basic and novel 
characteristics of the invention."). MPEP 21 1 1 .03 Also, If an applicant contends that 
additional steps or materials in the prior art are excluded by the recitation of "consisting 
essentially of," applicant has the burden of showing that the introduction of additional 
steps or components would materially change the characteristics of applicant's 
invention. In re De Lajarte, 337 F.2d 870, 143 USPQ 256 (CCPA 1964). Therefore, the 
burden is on Applicant to establish what the basic and novel characteristics of the 
invention are and how additional components constitutes a material change in the basic 
and novel characteristics of the invention. With regard to the limitation that the chopped 
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strand mat is lieat treated, Gaa teaches at col. 16, lieating tlie thus formed mat in an 
oven which corresponds to the claimed heat treating step. . 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not Identically disclosed or described as set 
forth In section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
Invention was made to a person having ordinary sl<ill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Gaa as 
applied to claims 1 -3, 5-7, 10-11, 1 5-1 6, 1 8 above, and further in view of Vinamul 8837 
product specification. Gaa discloses employing a film forming agent which may 
comprise a PVA polymer, but does not disclose the claimed molecular weight and 
solubility. Vinamul 8100 teaches that it is a film forming PVA polymer which is specially 
designed to be used in chopped strand mats and which has the claimed viscosity and 
solubility. Since Vinamul is known in the art to be useful in forming chopped strand 
mats, it would have been obvious to have employed it as the particular film former in 
Gaa based on its art recognized suitability for this purpose. 

5. Claims 8 and 9 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Gaa as applied to claims 1-3, 5-7, 10-11, 15-16, 18 above, and further in view of Dolin, 
U.S. Patent No. 4,526,91 4. Gaa differs from the claimed invention because it does not 
disclose the claimed viscosity, although it does disclose the use of a thickener. See col. 
15, lines 16-21 . Dolin teaches at col. 1, lines 45-48 that conventionally it is desired that 
the viscosity of white water is between 2-12 cps which corresponds to the claimed 
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range. Therefore, it would have been obvious to one of ordinary skill in the art to have 
added the thickener disclosed by Gaa in amounts which produced the viscosity taught 
by Dolin, since these values were taught in the art as desirable and conventional in 
forming white water dispersants. 

6. Claim 12 is rejected under 35 U.S.C. 103(a) as being unpatentable over Gaa as 
applied to claims 1-3, 5-7, 10-11, 15-16, 18 above, and further in view of Lalwani et al, 
U.S. Patent No. 4,917,764. Gaa differs from the claimed invention because it does not 
disclose the claimed temperature of the heat treating step. Lalwani et al teaches that 
such heat treating steps are conventionally performed at temperatures such as 
anywhere from 100-400 degrees C depending on the materials involved. See col. 4, 
lines 20-29. Therefore, it would have been obvious to have employed temperatures 
as taught by Lalwani in the invention of Gaa, since such temperatures were known to be 
conventionally used in the art. 

7. Claims 13 -14, 17 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Gaa as applied to claims 1 -3, 5-7, 10-11,1 5-1 6, 1 8 above, and further in view of 
Hannes et al, U.S. Patent No. 4,1 12,174. Gaa differs from the claimed invention 
because it does not disclose claimed basis weight of the mat and does not disclose 
claimed number of filaments. Hannes et al disclose basis weights of 1 00-1 20 gsm as 
typical basis weights for such glass mats. See col. 6, lines 58-60. Hannes et al teaches 
that strands having 1-300 filaments are typical values for such materials. See col. 4, 
lines 38-40. Therefore, it would have been obvious to have employed the particular 
types and number of filaments and to have formed the mats to have the claimed basis 
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weights, in view of the teaching of Hannes that such materials and weights were 
conventionally known and used. 

8. Applicant's arguments filed 1/18/08 have been fully considered but they are not 
persuasive. With regard to the IDS, please note that the bottom of the previously 
attached copies of the 1449 form indicate that all references have been considered 
except where lined through. This is in accordance with current office practice. It is no 
longer necessary to initial each reference. Therefore, new initialed copies of the two 

1 149s will not be included with this action since the previous copies were properly 
considered and marked as such. 

9. With regard to claim 4, Applicant argues that the film forming materials claimed 
are not novel and therefore the person of ordinary skill in the art would have been able 
to make the appropriate selection of polymer to function s a film former in the process of 
the invention. However, as set forth in the rejection, the rejection is based on 
indefiniteness in that the metes and bounds of the claim are not clear, since molecular 
weight varies considerably depending on whether it is determined in terms of weight 
average or number average. Therefore, the claim is indefinite and the rejection is 
maintained. 

10. With regard to the art rejection, Applicant argues that organosilane in Gaa is 
disclosed as being used in a reaction as a coupling agent with a polymeric agent and 
the aldehyde condensate., not for use as a liquid sizing agent. However, Gaa teaches 
applying the organosilane as part of an aqueous chemical treatment composition which 
is applied to the glass fibers prior to the binder being applied. The composition of Gaa 
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is an aqueous composition wliicli lias tine claimed composition and which is applied 
prior the binder being applied, therefore, it corresponds to the claimed size. Further, it 
is noted that while Gaa does include additional components, as set forth in the rejection 
above, the burden is on Applicant to show that any additional components materially 
affect the basic and novel characteristics of the invention. 

1 1 . Applicant's arguments regarding the remaining rejections are the same as those 
set forth for the rejection in view of Gaa, and therefore, the rejections are maintained for 
the reasons set forth above. 

12. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Elizabeth M. Cole whose telephone number is (571) 
272-1475. The examiner may be reached between 6:30 AM and 6:00 PM Monday 
through Wednesday, and 6:30 AM and 2 PM on Thursday. 

Mr. Terrel Morris, the examiner's supervisor, may be reached at (571) 272-1478. 



Application/Control Number: 10/505,166 
Art Unit: 1794 



Pages 



Information regarding the status of an application may be obtained from tiie 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



The fax number for all official faxes is (571) 273-8300. 



/Elizabeth M. Cole/ 

Primary Examiner, Art Unit 1794 



e.m.c 



